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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election of group 1 consisting of claim 1-14 and 26-29 is noted. 
Claims 15-25 and 30-89 are cancelled. Claims 1-14 and 26 -29 is pending in this 
application per response to office action filed by Applicant on October 17, 2005. 

Response to Arguments 

2. Applicant's arguments, see response to office action, filed on October 17, 
2005 with respect to the rejection(s)of claim(s) 1-14 and 26-29 under Knowles U.S. 
Patent 5,869,819 have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of Daniele U.S. Patent No. 5,444,779. 

Claims 1-14 and 26-29 have been examined. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-4, 6-9, 11-14, and 26, are rejected under 35 U.S.C. 102(e) as 
being anticipated by Daniele U.S. Patent No. 5,444,779. 

4. As per claim 1 , Daniele discloses a method comprising: 

encoding digital source material to steganographically convey plural-bit auxiliary 
data (fig. 2; col. 1, lines 10-15; col. 4, lines 1-20); 

passing the encoded source material to a destination through at least one 
intervening computer (fig. 2 and 7; col. 4, lines 1-20; col. 6, lines 40-67; col. 8, lines 40- 
55), 

at said intervening computer, detecting encoded source material transmitted 
thereby (fig. 2 and 7; col. 4, lines 1-20; col. 6, lines 40-67; col. 7, lines 1-24 ); and 

crediting a payment in response to said detection of the encoded source 
material, in accordance with the plural-bit auxiliary data steganographically conveyed by 
the encoded source material (fig. 2 and 7; col. 12, lines 27-45; col. 8, lines 40-55). 

5. As per claim 2 , Daniele further discloses the method which includes 
decoding plural-bit auxiliary data only from source material that has first been tested to 
indicate the likely presence of such auxiliary data therein (Col. 13, lines 55- col. 14, line 
5). 
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6. As per claim 3 , Daniele further discloses the method which includes 
testing source material by reference to an encoding attribute that is supplemental to 
said encoded plural-bit auxiliary data (col. 14, lines 10-25). 

7. As per claim 4, Daniele further discloses the method in which said 
attribute is the presence of a characteristic signature signal conveyed by said source 
material (col. 5, lines 7-20; col. 14, lines 10-25). 

8. As per claim 6 , Daniele further discloses the method in which said 
transmitting includes distributing through a network of interconnected computers (see 
figs. 2 and 7). 

9. As per claim 7 , Daniele further discloses the method of reporting said 
detection to a location remote from detection (figs. 2 and 7); and crediting royalties 
based on detection (col. 3, lines 22-47; co. 4, lines 61 -col. 5, line 20). 

10. As per claim 8 , Daniele discloses a method comprising: 
presenting audio source material to a consumer, the material being encoded 

steganographically to convey plural-bit auxiliary data (fig. 2 and 7; col. 6, lines 39-67); 

decoding the audio source material that is presented to the consumer to 
decode the auxiliary data therefrom (figs. 2 and 7; col. 8, lines 22-40); and 
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using the plural-bit auxiliary data to retrieve information about the source 
material from a remote location (figs. 2 and 7; col. 13, lines 22-25, 55-66). 

11. As per claim 9 , Daniele further discloses the method that includes: 
storing data indicating the audio source material(s) presented to the consumer 

(col. 13, lines 45-55); 

generating a report based on the stored data, indicating the audio source 
material(s) presented to the consumer (col. 13, lines 45-66). 

12. As per claim 11 , Daniele discloses a method comprising: 

receiving an object steganographically encoded with plural-bit auxiliary data (fig. 
2; col. 1, lines 10-15; col. 4, lines 1-20); 

decoding the plural-bit auxiliary data from the object (col. 6, lines 39-67); 

consulting a registry to determine a proprietor of the object, by reference to said 
decoded plural-bit auxiliary data (col. 13, lines 55-65); and 

making a payment to said proprietor (fig. 2 and 7; col. 12, lines 27-45; col. 8, lines 
40-55; col. 9, lines 65 - col. 10 , line 20). 



13. As per claim 12 , Daniele further discloses the method that includes 
making said payment through the registry (see figs. 1, 2 and 7). 
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14. As per claim 13 , Daniele further discloses the method in which the object 
is a work of authorship, and the encoding adds a generally imperceptible level of noise 
to the object as it is perceived by a consumer thereof (fig. 7; col. 13, lines 55-65). 

15. As per claim 14 , Daniele further discloses the method in which the 
registry comprises a database accessible through the internet (fig. 7; col. 9, lines 39-65 

)• 

16. As per claim 26 , Daniele discloses a method of altering music data to 
steganographically insert plural bits of watermark data therein, characterized by 
inserting a first group of said bits for benefit of an end-user of the music data, inserting a 
second group of bits different than the first for benefit of an artist whose music is 
encoded by said music data and inserting a third group of bits different than the first two 
for benefit of a distributor of the music data (col. 6, lines 39-67). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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17. Claim 5, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Daniele U.S. Patent No. 5,444,779 in view of Mosses U.S. Patent No. 5,473,631. 

18. As per claim 5 , Daniele failed to explicitly disclose the method in which 
the signature signal is a repetitive noise burst signal. 

Moses discloses the method in which the signature signal is a repetitive 
noise burst signal (col. 3, lines 40-64; col. 7, lines 32-56). 

Accordingly it would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to modify the system of Daniele and provide the method in 
which the signature signal is a repetitive noise burst signal in view of the teachings of 
Moses et al in order to show alternative method of detecting the data. 

19. Claims 10 and 27-29, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Daniele U.S. Patent No. 5,444,779 in view of Hamilton et al U.S. 
Patent No. 5,249,166. 

20. As per claim 10 , Daniele failed to explicitly disclose the method which 
includes detecting the presented audio source material with a microphone, and 
decoding the auxiliary data from a microphone output signal. 

Hamilton et al discloses the method which includes detecting the presented 
audio source material with a microphone, and decoding the auxiliary data from a 
microphone output signal (col. 6, lines 37-60). 
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Accordingly it would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to modify the system of Daniele and provide the method 
method which includes detecting the presented audio source material with a 
microphone, and decoding the auxiliary data from a microphone output signal in view of 
the teachings of Hamilton et al in order to show alternative method of detecting the data. 

21 . As per Claim 27, Daniele does not expressly show method in which the 
first group of bits represents an internet address of a web site that may be accessed by 
end-users of the music data. 

However these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The detection of the 
encoding and payment of royalty would be performed the same regardless since the the 
internet is only a means of transferring the data and/or payment for the copyrighted 
material. Thus, this descriptive material will not distinguish the claimed invention from 
prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to transfer the information through the internet by representing 
the internet address with certain number of bits because such data does not functionally 
relate to the steps in the method or system claimed and because the subjective 
interpretation of the data does not patentably distinguish the claimed invention. 



Application/Control Number: 09/574,726 
Art Unit: 3621 



Page 9 



22. As per claim 28 , Daniele failed to explicitly disclose the method in which 
the second group of bits includes bits representing a unique identifier for the music data, 
permitting machine identification of the data and royalty credit to the artist. 

Hamilton et al further discloses the method in which the second group of bits 
includes bits representing a unique identifier for the music data, permitting machine 
identification of the data and royalty credit to the artist (col. 6, lines 39-67). 

Accordingly it would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to modify the system of Daniele and provide the method in 
which the second group of bits includes bits representing a unique identifier for the 
music data, permitting machine identification of the data and royalty credit to the artist in 
view of the teachings of Hamilton et al in order to direct user to the data. 

23. As per claim 29 , Daniele failed to explicitly discloses the method in which 
the third group of bits represents usage restrictions to which audio appliances are 
responsive, thereby driving distribution of additional copies of the music data 

Hamilton further discloses the method in which the third group of bits represents 
usage restrictions to which audio appliances are responsive, thereby driving distribution 
of additional copies of the music data (col. 6, lines 39-67). 

Accordingly it would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to modify the system of Daniele and provide the method in 
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which the third group of bits represents usage restrictions to which audio appliances are 
responsive, thereby driving distribution of additional copies of the music data in view of 
the teachings of Hamilton et al in order to ensure only authorized user have access to 
the data. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles C. Agwumezie whose number is (571) 272- 
6838. The examiner can normally be reached on Monday - Friday 8:00 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on (571) 272 - 6712. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington D.C. 20231 

Or faxed to: 
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(571) 273-8300. [Official communications; including After Final communications labeled 
"Box AF"]. 

(571) 273-8300. [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"]. 

Hand delivered responses should be brought to the United States Patent and 
Trademark Office Customer Service Window: 



Randolph Building, 



401 Dulany Street 



Alexandria VA. 22314 



Charlie Lion Agwumezie 
Examiner 
Art Unit 3621 
November 21, 2005 




